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DETAILED ACTION 
Information Disclosure Statement 

1. The references listed in the Information Disclosure Statement filed on 06/01/2006 has 
been considered by the examiner (see attached PTO-1449 form or PTO/SB/08A and 08B). 

Claim Rejections - 35 USC § 102 

2. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b), by another filed 
in the United States before the invention by the applicant for patent or (2) a patent granted on an application for 
patent by another filed in the United States before the invention by the applicant for patent, except that an 
international application filed under the treaty defined in section 351(a) shall have the effects for purposes of this 
subsection of an application filed in the United States only if the international application designated the United 
States and v^as published under Article 21(2) of such treaty in the English language. 

3. Claims 1-2, 5 and 7-10 are rejected under 35 U.S.C. 102(e) as being anticipated by Tuiler 
(Pub. No: 20040235467). 

Regarding claim 1, Tuiler discloses a method for managing phone numbers attribution 
after replacement of a first portable object (SCA) 16 by a second portable object (SCB) 14, the 
first portable object (SCA) 16 being coupled to a communication device (CD) 60 arranged to 
communicate with a network, the first portable object (SCA) comprising a first identification 
data (IMSLsub.A, ADM.sub.A, Ki.sub.A) identifying a first phone number (MSISDNA) (fig. 1, 
[0029] to [0066]), wherein the method comprises the following steps: 

a first sending step, in which the communication device (CD) sends to an application 
server (AS) a message including a second identification data identifying a second phone number 
(MSISDNB) assigned to the second portable object (SCB) (fig. 1, [0029] to [0066]. It is inherent 
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that the apparatus and/or system include software and hardware to perform these tasks); an 
inserting step, in which the second portable object (SCB) is inserted in the communication 
device (CD), the second portable object (SCB) comprising a second identification data 
(IMSI.sub.B, ADM.sub.B, Ki.sub.B) identifying the second phone number (MSISDN.sub.B) 
(fig. 1, [0029] to [0066]. It is inherent that the apparatus and/or system include software and 
hardware to perform these tasks); and a second sending step, in which an application server (AS) 
sends a message (M2) for replacing, in the second portable object (SCB), the second 
identification data (IMSI.sub.B, ADM.sub.B, Ki.sub.B) by the first identification data 
(IMSLsub.A, ADM.sub.A, Ki.sub.A) attached to the first phone number (MSISDN.sub.A) (fig. 
1, [0029] to [0066]. It is inherent that the apparatus and/or system include software and 
hardware to perform these tasks). 

Regarding claim 2, Tuiler discloses all the limitations in claim 1. Further, Tuiler 
discloses the method wherein the method fiirther comprises a using step, in which a user uses the 
second portable object (SCB) with the first phone number (MSISDN.sub.A) (fig. 1, [0029] to 
[0066]). 

Regarding claim 5, Tuiler discloses all the limitations in claim 1. Further, Tuiler 
discloses the method wherein in the second sending step, the application server (AS) sends a 
secure message (fig. 1, [0029] to [0066]). 

Regarding claim 7, Tuiler discloses all the limitations in claim 2. Further, Tuiler 
discloses the method herein in the using step, the commvmication device (CD) communicates 
with the network using the second portable object (SCB), the first phone number 
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(MSISDN.sub.A,) and the first identification data (IMSI.sub.A, ADM.sub.A, Ki.sub.A) (fig. 1, 
[0029] to [0066]). 

Regarding claim 8, this claim is rejected for the same reason as set forth in claim 1. 

Regarding claim 9, Tuiler discloses a portable object (SCB) 16 comprising first 
identification data (IMSI.sub.B, ADM.sub.B, Ki.sub.B) identifying a first a phone number 
(MSISDN.sub.B), the portable object 16 being arranged to be coupled to a communication 
device (CD) 60, the communication device (CD) 60 being arranged to communicate with an 
application server via a communication network, the application server storing second 
identification data (IMSI.sub.A, ADM.sub.A, Ki.sub.B) identifying a second phone number 
(MSISDN.sub.A), wherein the portable object comprises a microcontroller including a program 
arranged to perform a receiving step in which the microcontroller is arranged to receive a request 
from the application server for replacing the first identification data (IMSI.sub.B, ADM.sub.B, 
Ki.sub.B) by the second identification data (IMSI.sub.A, ADM.sub.A, Ki.sub.A) (fig. 1, [0029] 
to [0066]. It is inherent that the apparatus and/or system include software and hardware to 
perform these tasks). 

Regarding claim 10, Tuiler discloses a communication device 60 (CD) being arranged to 
be coupled to a first portable object (SCA) 16, the communication device (CD) 60 being 
arranged to commimicate with an application server via a communication network, the portable 
object (SCA) comprising first identification data (IMSI.sub.A, ADM.sub.A, Ki.sub.A) 
identifying a first phone number (MSISDN.sub.A), wherein the communication device (CD) 60 
is arranged to send to the application server a message comprising a second identifying data 
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identifying a second phone number (MSISDNB) assigned to a second portable object (SCB) 14 
(fig. 1, [0029] to [0066]. It is inherent that the apparatus and/or system include software and 
hardware to perform these tasks). 

Claim Rejections - 35 USC § 103 

4. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

5. Claim 3 rejected under 35 U.S.C. 103(a) as being unpatentable over Tuiler (Pub. No: 
20040235467) in view of Reemtsma (Pub. No: 20050075137). 

Regarding claim 3, Tuiler discloses all the limitations in claim 1. However, Tuiler does 
not disclose the method wherein before the first sending step, the application server (AS) sends a 
secure message (step 3) for deleting, in the first portable object (SCA), the first identification 
data (IMSI.sub.A, ADM.sub.A, Ki.sub.A). 

In the same field of endeavor, Reemtsma discloses the method wherein before the first 
sending step, the application server (AS) sends a secure message (step 3) for deleting, in the first 
portable object (SCA), the first identification data (IMSI.sub.A, ADM.sub.A, Ki.sub.A) ([0030] 
to [0031]). 

Therefore, it would have been obvious to one of ordinary skill in the art at the time the 
invention was made to modify the mobile apparatus of Tuiler by specifically including disclose 
the method wherein before the first sending step, the application server (AS) sends a secure 
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message (step 3) for deleting, in the first portable object (SCA), the first identification data 
(IMSI.sub.A, ADM.sub.A, Ki.sub.A), as taught by Reemtsma, the motivation being in order to 
provide that the proper activation of the new SIM card and deactivation of the old SIM card are 
carried out while in dialog with the subscriber via a migration server connected to the mobile 
communications network. 

6. Claims 4 and 6 are rejected under 35 U.S.C. 103(a) as being unpatentable over Tuiler 
(Pub. No: 20040235467) in view of Reemtsma (Pub. No: 20050075137) and further in view of 
Sonera Oy (International Publication Number: WO 98/56201). 

Regarding claim 4, the combination of Tuiler and Reemtsma disclose all the limitations 
in claim 1. However, the combination of Tuiler and Reemtsma do not disclose the method 
wherein the secure message (M3) is encrypted, the encryption being performed by using an 
encryption key attached to the portable object (SCA), and by using an algorithm that resides both 
on the Application Server (AS), and on the portable object (SCA). 

In the same field of endeavor, Sonera Oy discloses the secure message (M3) is encrypted, 
the encryption being performed by using an encryption key attached to the portable object 
(SCA), and by using an algorithm that resides both on the Application Server (AS), and on the 
portable object (SCA) (page 1, lines 25-35 and page 2, line 31 to page 3, line 30). 

Therefore, it would have been obvious to one of ordinary skill in the art at the time the 
invention was made to modify the mobile apparatus of Tuiler by specifically including the secure 
message (M3) is encrypted, the encryption being performed by using an encryption key attached 
to the portable object (SCA), and by using an algorithm that resides both on the Application 
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Server (AS), and on the portable object (SCA), as taught by Sonera Oy, the motivation being in 
order to allow better and faster customer service in respect of subscriber identity modules. 
Regarding claim 6, this claim is rejected for the same reason as set forth in claim 4. 



Conclusion 



7. The prior art made of record and not relied upon is considered pertinent to applicant's 
disclosure. 



Ala-Luukko (Pub. No: 20030050047) change a subscriber identifier 

8. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Dai A Phuong whose telephone number is 571-272-7896. The 
examiner can normally be reached on Monday to Friday, 9:00 A.M. to 5:00 P.M.. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Nguyen M Due can be reached on 571-272-7503. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-7503. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 
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